
 

 

Inter-Partes Review 

Hi, this is Rudy Telscher and Dan Cohn, both partners at Husch Blackwell. We’re here today to 
talk to you about federal court litigation and the interplay with inter-partes review, which are 
more commonly known as IPRs. My area of focus is on the litigation side and the strategic 
considerations you need to make when you’re deciding whether to file an IPR or pursue federal 
court litigation, and Dan has successfully handled many IPRs and is here today to talk to you 
about some of the procedural aspects of IPRs.  

You’ve just been sued and the question is: “Do I want to go through a federal court litigation or 
do I want to pursue an IPR to defend myself in the case?” IPRs, just at a general level, have 
several important advantages: they cost a lot less than federal court litigation; there’s a lower 
burden of proof (which means it’s easier to win in the patent office); and there is also a relatively 
short timeframe to resolution – about 18 months. Taking those one at a time – again, we’re at 
the front end of the litigation – it’s an important decision for you. How do I want to defend my 
case? From a cost standpoint, federal court litigation is going to cost you several million dollars 
for a medium complexity patent case. IPRs, on the other hand, can be handled for between two 
to five hundred thousand dollars, as a general rule. Some are simpler; some are harder. But 
that’s generally what we’re looking at. So, obviously, with that much money in play, you’re 
saving a couple million dollars. Obviously, you’re going to want to look strongly at an IPR. In 
order to take advantage of that cost savings, you’re going to need to make the decision as early 
as you can. The reason for that is you can move in federal court to stay the litigation. It’s not a 
guarantee but most courts will. If you can move the stay of litigation, those costs are saved. You 
go under the IPR and, assuming that you win, there is a lot of money to be saved when winning, 
which, again, in a federal court litigation you could win, spend a couple million dollars, and that’s 
still only partial victory because you’ve spent that much. So costs are a big issue.  

Burden of proof. Burden of proof in an IPR is preponderance of the evidence. That just means 
50% roughly – little bit greater than 50% - the scales are slightly tipping your favor - you can 
win. In federal court, it’s clear and convincing evidence standard which is much more difficult to 
meet. Even little amounts of doubt can you to use your invalidity case. That’s not to say you 
can’t win invalidity in federal court because it happens all the time, it’s just easier before the 
patent office.  

Time. Whenever you’re involved with a dispute of this nature it takes time and effort on the part 
of your employees. The good news about an IPR – again, a relatively short time frame. 
Eighteen months to resolution. Sometimes a little quicker, whereas in federal court, depending 
on where you’re at, those timeframes can be extended. You know, all the way up to about three 
years. So there are time savings. So, right about now you’re thinking, “Hey, why don’t I always 
do IPRs versus federal court litigation?” The answer is there are many times when an IPR is not 
the appropriate way to go. Each case is different. We have to look at the facts and 



circumstances of each case and make up our minds as to what’s the best strategic course. 
Obviously, with all the advantages of IPR, there are many times when we’re going to go that 
direction. Certainly, when we have a strong printed publication prior art invalidity defense, if 
we’ve got a killer prior art or some killer pieces of prior art, that makes IPR a very strong 
candidate, in most circumstances. Again, this podcast is going to be short so I’ll just throw out a 
couple of quick examples of times when it may not be appropriate to go IPR versus federal court 
litigation and then I’ll turn it over to my partner Dan.  

You have a strong noninfringment argument. In many courts you can get that case to summary 
judgment pretty quickly. That actually could be cheaper, and, of course, you can’t insert 
noninfringment in an IPR, so that may be your only course of action. 

It may be that your invalidity prior art. I was in a case recently where the patents were older, the 
prior art was good but there were holes in it that needed to be filled by experts. It’s going to be 
much easier to fill those holes in federal court than it is going to be in an IPR.  

You may have invalidity defenses under Alice or Section 112 – the Supreme Court’s Nautilus 
decision. Those, again, cannot be asserted in an IPR. 

So, those are just some of the examples of when an IPR is not going to be appropriate. Every 
case is different. We will carefully examine the circumstances of each case at the beginning and 
make that decision with you. So, with that, I’m going to turn it over to my partner Dan Cohn who 
has a lot of procedural expertise with IPRs. 

So, again, we’re going to keep this kind of short. I’ll start off with some stats. And stats, I know, 
can be a little bit boring, but in this case I think they’re fairly eye-popping. Not only are IPRs fast. 
As Rudy said: eighteen months. Not only are they potentially less expensive than litigation, but 
at least in the beginning, we saw an extremely high rate of invalidation. We’re talking 90 plus 
percent of the time claims were being invalidated in IPRs. Why is that, right? It could be 
because there is a very high cost of entry. While the overall procedure might be much less 
expensive than federal litigation, the petition itself – the filing fee is extremely high. Fifteen, 
twenty, twenty-five thousand dollars depending on your circumstances. So, people that were 
filing these things, especially in the beginning, were pretty darn sure they were going to win. 
They were pretty darn sure, as Rudy said, that they had great, killer prior art. And frankly, 
another reason might be that before there was this efficient way to invalidate patents, people 
didn’t want to get in protracted litigation and frankly we just had a lot of bad patents out there 
being enforced and not a great way to kill them. So, as we’ve progressed over the last few 
years, those eye-popping 90 plus percent rates have started to drop. The last stats I saw as of 
May 1, 2017 were sitting in somewhere around 76% of instituted claims are invalidated. But, of 
course, not all claims are actually instituted, so we’re looking at a 67 plus percent of all claims 
challenged actually get invalidated. So we’re looking somewhere between two-thirds and three-
quarters of the time we’re seeing invalidation. And that’s still a pretty eye-popping stat. But this 
is an area where the landscape evolves very, very quickly with the development of new 
precedent that happens really fast and furious. The Supreme Court has been involved quite a 
bit. Last year we got a decision from the Supreme Court on, again, Rudy was mentioning 
standards earlier; the standard of claim construction is broadest reasonable interpretation in an 



IPR that’s a much easier standard for those challenging patents. That’s opposed to the tighter, 
the ordinary and customary meaning standard that’s in place in federal litigation. But we have 
big questions on estoppel issues right now. This is one of those places that IPRs can be a bit 
dangerous. So we, again, really have to examine your prior art and decide if an IPR is right for 
you in your circumstances. We have additional cases that are up on cert to the Supreme Court 
right now. Some that potentially could impact more of these estoppel issues. S.A.S. Institute v. 
Lees is one that was just granted cert. So it’s a very rapidly evolving landscape and is 
something that you really need to talk to your attorneys about and decide whether an IPR is 
right for you. 

So, on behalf of Rudy and myself, and really everyone here at Husch Blackwell, thank you very 
much for listening and we’ll see you next time. 


